Jul 21 04 09:38a Timotha DeUitt 410-295-5096 ^p,2 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: 

LANGOUETetaL 
Appl.No.: 10/042,332 




Art Unit: 2829 
Examiner: Russell M. Kobert 



Atty. Etocket: 3075.004 



FiUng Date: January 1 1, 2002 

Title: Modular Test Adapter For Rapid Action 
Engagement 

RESPONSE TO RESTRICTION REQUIREMENT 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
Sir: 

Applicants respectfully submit this Response to the Restriction Requirement dated 
July 14, 2004, which is the second restriction requirement issued by the Examiner in tMs 
application. Applicants respectfully traverse the Examiner's restriction requirement. 

First, Applicants disagree with the Examiner's characterization that Applicants' 
amendment filed April 20, 2004 has necessitated new grounds for restriction. With 
respect to Groups 1 and 11, the Examiner focuses on the tongue and groove structure of the 
claims in Group I, the gasket of Group n, and the flat surface of Group III- In Applicants' 
April 20, 2004 amendment, however. Applicants did not amend the tongue and groove 
structure of the claims in Group I, and in the claims in Group II, merely incorporated the 
gasket element of prior dependent claim 15 mto independent claim 14. The only thing 
Applicants did in this regard was note that the Examiner failed to state any basis for 
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rejection claim 15 in the Examiner's January 20, 2004 Office Action. Applicants' act of 
pointing out the Examiner's failure to state a proper grounds of rejection in the prior 
Office Action does not constitute an amendment necessitating a new grounds of 
restriction- 
Second, the Examiner's distinction between the claims in Group's II and III is not 
understood and is not explained in the Restriction Requirement. The first paragraph 
under section 3 of the Restriction Requirement recites an alleged distinction between the 
tongue and groove structure of claims 1 and 13 and the gasket structure recited in claim 
14. The claims of Group IQ, however, do not recite any tongue and groove structure and 
thus are not distinct from the claims of Group U on that basis. The second paragraph 
under section 3 asserts a distinction between Groups III and 1 again on the basis of the 
tongue and groove structure recited in claims 1 and 13. This second paragraph, however, 
draws no distinction between Groups II and III. Accordingly, the Examiner has failed to 
state any distinction between Groups 11 and lU and therefore should consider the claims in 
Groups II and IH together in this application. 

Third, MPEP 803.01 very clearly states that there are two criteria for a proper 
requirement for restriction: (A) the inventions must be independent or distinct as claimed; 
and (B) there must be a serious burden on the examiner if restriction is required. The 
Examiner asserts that the tongue and groove structure of the claims in Group I and the 
gasket of the claims in Group II '^have acquired a separate status in the art because of their 
recognized divergent subject matter/' but the Examiner provides no explanation of such 
assertion nor why consideration of these claims would be any burden to the Examiner 
when the Examiner already did, or should have, considered these claim elements in the 
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January 4, 2004 Office Action. Since the claim elements at issue already have been 

examined, they cannot possibly create a serious burden on the Examiner. 

Pursuant to 37 C.F.R. § 1.143. however. Applicants provisionally elect Group II 

(Claims 1-4, 13 and 21), or, in view of the Examiner's failure to draw any distinction 

between Groups II and III, Applicants provisionally elect Groups 11 and III. 

The Commissioner is hereby authorized to charge any fee deficiency, or credit any 
overpayment, to our Deposit Account No. 50-2837. 

Respectfully submitted, 

DeWitt Roggin PLLC 



Date: July 2K 2004 

DeWitt Roggin PLLC 

1455 Pennsylvania Ave., N.W. 

Washington, D.C. 20004 

Tel: 410-212-2539 

Fax:410-295-5096 
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TRANSMITTAL 
FORM 
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Application Number 


10^)42,332 ^ 


FiOng Date 


January 11. 2002 


First Mamed Inventor 


LANGOUET. , Jean Luc 


ArtUnrt 


2829 


Examlrter Name 


KOBERT. RusseO 




Attorney Oockel Number 


3075.004 y 



ENCLOSURES {Check ali thai apply) 



□ 

□ 

□ 
□ 
□ 

□ 

□ 



Fee Transmittal Form 

Fee Attached 
Amendment/Reply 

□ After Final 

□ Affidavits/dedaration(s) 

Extension of Time Request 

Express Abandonment Request 

Infbmtation Disclosure Statement 

Certified Copy of Priority 
Dociiment(s) 

Response to Missing Parts/ 
Incomplete Application 



□ 



Response to Missing Parts 
under 37 OFR 1 .52 or 1 .53 



□ 
□ 
□ 
□ 
□ 
□ 
□ 
□ 



Drawlng(8) 

Llcanslng-retated Papers 
Petition 

Petition to Convert to a 
Provisional Application 
Power of Attorney. Revocation 
Change of Correspondence Address 

Terminal Disclaimer 
Request ibr Refund 
CD. Numk>er of CD<3) 



□ 
□ 
□ 
□ 
□ 
0 



After Allowance communication 
to Technology Center (TC) 

Appeal Commimlcation to Board 
of Appeals and Interferences 
Appeal Communication toTC 
(Appeal Notice, Brief, Roply Brief) 

Proprietary infbnnation 



Status Letter 

Other EndQsure(s> (please 
Identify below): 

Reply to July 14. 2004 Restriction 
Requirement 



SIGNATURE OF APPUCANT. ATTORNEY, OR AGENT 



Firm 
or 

Individual name 



Signature 



Timothy R-DeWm 



Date 



July 21. 2004 
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1 hereby certify that ttiis correspondence is being facsimile transmitted to the USPTO or deposited with the United States Postal Service wth 
sufficient postage as first class mail in an envelope addressed to: Commissioner for Patents, P.O. Box 1450, Atexandrla. VA 2231 3-1450 on 
the date shown below. 


Typed or printed name 


Timothy R. DeWitt 


^ignature 




Date 


July 21. 2004 ^ 



This colieciion of Infomuttion ts required by 37 CFR 1^ The information Is required to oMain or retain a benem by the public which is to file (and by the USPTO to 
procass) an application. Conridentiality Is governed by 35 U.S.C. 122 and 37 CFR 1.14. TTiis collection is estimated to 12 minutes to oomplstB, including 
galhefine, preparing, and sutjntitting the completed application fbmi to the USPTO. Time wai vary depending upon the Individud case. Any comments on the 
amount or time you require to complete this fom\ and/or suggestions for reducing this burden, should k)e sent to the Ctilef Infocmation Officer, U.S. Potent and 
Trademark Office. U.S. Dapartmenl of Comfnen», P.O. Bok 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPl£TED FORMS TO THIS 
ADDRESS. SEND TO: Coinniisaloner for Patents* P.O. Box 1450, Alexandria. VA 22313-14S0. 



//you need assistance in mr^etkig iho form, call l-eoO-PTO-BISQ and select optiort Z 
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